
UNITED STATES DISTRICT COURT
DISTR]CT OF MASSACHUSETTS

CARROLL SHELBY, CARROLL HALL
SHELBY TRUST ANd CARROLL SHELBY
L I C E N S I N G ,  I N C . ,  a  T e x a s
Corpo ra t i on ,

P l - a i n t i f  f  s ,

V .

FACTORY F IVE  RACING,  INC. ,  A
M a s s a c h u s e t t s  C o r p o r a t i o n ;
LK  MOTORSPORTS,  a  Ca l i f o rn ia
Corpo ra t i on ;  and
INTERNET COMMUNITY PARTNERS,
LLC d /b /a  FFCOBRA.COM,  a  L im i ted
L iab í I i t y  Company ,  S ta te  o f
Organ i za t i on  Unknown ,

D e f e n d a n t s .

C IV IL  ACTION NO.
0 9 - c v - 1 0 2 8 1 - - P B S

MEMORÀNDI'M AND ORDER

F e b r u a r y  1 6 ,  2 O 1 , 0

S a r i s ,  U . S . D . L T .

I .  INTRODUCTION

Carro lL  she lby ,  Lhe Car ro l l  Ha l l  She lby  Trus t ,  and Car ro l l

S h e l b y  L í c e n s i n g ,  I n c . ,  ( c o l l e c t i v e l y ,  " S h e 1 b y " )  a 1 1 e g e  t h a t

F a c t o r y  F i v e  R a c i n g ,  I n c .  ( " F a c t o r y  F i v e "  o r  * F F R " ) ,  L K

M o t o r s p o r t s  ( " L K " ) ,  a n d  I n t e r n e t  C o m m u n i t y  P a r t n e r s ,  L L C  ( " I C P " ) ,

have engaged in trademark and trade dress infr ingement with

respec t  Lo  severa l -  o f  She lby 's  marks  and au tomobi le  des igns .

Essent ia l l y ,  She lby  contends  tha t  FFR ís  marke t ing  knock-o f fs  o f



the Daytona Coupe Cobra, one of i ts renowned racing and

p r o d u c t i o n  c a r s .  F a c t o r y  F i v e  h a s  f i l e d  a  M o t i o n  t o  D í s m i s s

p u r s u a n t  t o  F e d .  R .  C í v .  P .  1 2  ( b )  ( 6 )  o n  t h e  g r o u n d  t h a t  S h e l b y ' s

t rade dress  c la ims are  prec l -uded by  res  jud ica ta  and tha t  i t s

o ther  c la j -ms are  e i ther  mooL or  bar red  by  the  cond i t ions  o f  a

pr io r  se t t lement  agreement .  ICP has  f i led  a  separa te  Mot ion  to

Dismíss .  A f te r  hear ing  and rev iew o f  Lhe record ,  the  Cour t

A L L O W S  F a c t o r y  F i v e ' s  M o t i o n  t o  D i s m i s s  a n d  D E N I E S  I C P ' s  M o t i o n

t o  D i s m i s s .

II. BACKGROTIND

A .  T h e  P a r t i e s

P la in t i f f  Car ro l1  She lby  is  a  renowned race  car  d r iver  who,

f o l l o w i n g  h i s  r e t i r e m e n E  i n  t h e  e a r l y  l ' 9 6 0 s ,  d e s i g n e d  s e v e r a f

r a c i n g  a n d  p r o d u c t i o n  c a r s ,  i d e n t i f i e d  a s  " S h e l b y  C o b r a s . "

(Compl  .  ! l  9 . )  Among these are  the  She lby  Cobra  42 '7  s /c  ( -427

S / C " )  a n d  t h e  D a y t o n a  C o u p e  C o b r a  ( " D a y t o n a  C o u p e " )  ( r a .  1 ¡ 1 1  1 0 ,

11 .  )  She lby  and h is  commerc ia l -  en t i t ies  a l - leged ly  own or  a re  the

l - i censees  o f  numerous  t rademarks ,  inc l -ud ing  SHELBY,  289,  and 427

s / C .  ( I d .  f  1 , 2 . )  L n  1 9 9 7 ,  F o r d  M o t o r  C o m p a n y  ( " F o r d " )  g r a n t e d

She lby  an  exc l -us ive  l - i cense to  use  i t s  COBRA t rademark  and

var ious  re la ted  logos  ín  connect ion  w i th  the  t rade dress  o f  the

She lby  Cobra  veh ic les ,  inc lud ing  the  Daytona Coupe.  ( Id .  t l  r -7 .  )

Defendant  Fac tory  F ive  Rac ing  manufac tures  and se1 ls  k i t  car

rep l i cas  o f  She lby  veh ic l -es ,  inc lud íng  the  Type 65  Coupe and 427



R o a d s t e r ,  r e p l i c a  k i t s  o f  S h e l b y ' s  D a y t o n a  C o u p e  a n d  4 2 7  S / C ,

r e s p e c t i v e l y .  ( r A .  n  z o ¡  D e f .  F F R ' s  M e m .  i n  S u p p .  R e n e w e d  M o t .

t o  D i s m í s s  2 . )  I n  c o n n e c t i o n  w i t h  t h o s e  a c t i v i E i e s ,  F a c t o r y  F i v e

opera tes  a  webs i te  under  the  domain  name www. fac tory f i ve .com,  on

w h i c h  i t  p r o m o t e s  a n d  s e t l s  i t s  k i t  c a r s ,  a n d  w h i c h  a f s o  c o n t a i n s

a  l i n k  t o  D e f  e n d a n t  f  C P ' s  w e b s i t e ,  w \ ¡ / w .  f  f  c o b r a .  c o m .  ( C o m p l .  ! f  f l

2 1  ,  2 2 . )  D e f e n d a n t  L K  M o t , o r s p o r t s  i s  a  m a n u f a c t u r e r  a n d

d is t r ibu tor  o f  Fac tory  F ive  au tomobi fes  and k i t  cars .  ( Id .  f l

J J - .  , l

B .  T h e  2 0 0 0  L i t i q a t i o n

I n  2 0 0 0 ,  C a r r o l l  S h e l b y ,  C a r r o l l -  S h e l b y  L i c e n s i n g ,  I n c .  ,  a n d

She lby  Amer ican,  Inc .  ,  sued Fac tory  F ive  in  the  Un i ted  Sta tes

D i s t r i c t  C o u r t  f o r  t h e  D i s t r i c t  o f  M a s s a c h u s e t t s .  C a r r o f l

S h e l b v ,  e t  a l - .  v .  F a c t o r v  F i v e  R a c i n q ,  I n c . ,  0 0 - C V - l - 0 4 0 9 - R W Z .

Ford  was a  par ty  to  tha t  l i t i ga t ion .  The compla in t  there  a l leged

tha t  She lby  had r ígh ts  ín  " t rademarks  and t rade shapes cons is t ing

of ,  but not l - imited to,  SHELBY, COBRA, and the COBRA SNAKE

d e s i g n s  a s  t h o s e  r e L a t e  L o  t h e  v i n t a g e  1 9 6 0 s  a u t o m o b i f e s  c r e a t e d ,

d e s i g n e d ,  a n d  m a d e  b y  C a r r o l l  S h e l b y . "  ( F F R ' s  M e m . ,  E x .  A  t l  1 3

( " 2 0 0 0  C o m p l a i n t " ) . )  T h a t  c o m p l a i n t  s L a t e d  c L a i m s  f o r  t r a d e m a r k

ín f r ingement ,  counter fe i t ing ,  d i lu t ion ,  and un fa i r  compet i t ion

u n d e r  b o t h  t h e  L a n h a m  A c t ,  l - 5  U . S . C .  S S  l - 0 5 1 - 1 1 4 1 n ,  a n d

M a s s a c h u s e t t s  l - a w .

The 2000 Compla in t  made spec i f i c  re fe rence to  the  des ign



s h a p e  o f  t k l e  4 2 7  S / C .  ( I d .  t l Í  1 4 ,  1 5 . )  I t  d i d  n o t  i d e n t i f y  t h e

Daytona Coupe spec i f i ca l l y ,  bu t  made severa l  a f fus ions  to  the

des igns  and t rade shapes o f  She lby 's  mu l t ip1e  f  amous au tomobi les .

( r d .  f  u  1 3 ,  l - 6 - 1 9 .  )  s h e l b y  a l - s o  s o u g h t  í n j u n c t i v e  r e l i e f

permanent ly  res t ra in ing  Fac tory  F ive  f rom us ing  the  d isputed

marks  and f rom "do ing  any  o ther  ac t  o r  th ing  l i ke Iy  to  induce the

bet ie f  tha t  FFR's  bus iness  or  p roducLs  are  in  any  way connected

w i t . h  S h e l b y ' s  b u s i n e s s e s ,  p r o d u c t s  o r  s e r v í c e s  o r  a r e  s p o n s o r e d

o r  a p p r o v e d  b y  s h e l b y . "  ( r d .  a t  1 3 ,  f T  r ( a ) - ( b ) . )  T h e  p a r t i e s '

t r i a l -  b r i e f s  í n  t h e  p r i o r  l i t i g a t í o n  a l - s o  f o c u s e d  p r i m a r i l y  o n

the  Lrade dress  o f  L lne  427 S/C,  wh i le  mak ing  w ider  re fe rence to

S h e l b y ' s  o t h e r  a u t o m o b í l e  d e s i g n s .  ( S e e  O p p .  t o  D e f .  F F R ' s

R e n e w e d  M o t .  t o  D i s m i s s ,  E x .  3  a t  2 ¡  D e f .  F F R ' s  R e p l y  i n  S u p p .

R e n e w e d  M o t .  t o  D i s m í s s ,  E x .  D  a t  2 - 4 . )

T h e  p r i o r  l i t i g a t i o n  r e s o f v e d  i n  2 0 0 2  w i t h  a  s e t t l e m e n t

agreement ,  en tered  by  the  cour t  as  an  In junc t ion  and F ina l

,JudgmenL by  Consent .  The ín junc t ion  sLated ,  *FFR,  i t s  agents ,

a f f i f i a t e s ,  h e i r s ,  s u c c e s s o r s '  a s s i g n s ,  s e r v a n t s ,  e m p l o y e e s  a n d

at to rneys  are  permanent ly  en jo ined"  f rom us ing  cer ta in

t rademarks ,  inc l -ud ing  COBRA,  421 S/C,  SHELBY,  SHELBY COBR-A,  and

both DAYTONA COUPE and DAYTONA COUPE COBRA "on or in connection

w i t h  t h e  m a r k e t i n g ,  s a l e  o r  d i s l r í b u t i o n  o f  m o t o r  v e h i c l e s ,  k i t

c a r s ,  p a r L S  a n d  a c c e s s o r i e s  f o r  k í t  c a r s ,  a u t o m o t i v e  p a r t s  a n d

accessor ies ,  o r  any  o ther  p roduc t  no t  made by  Ford  or  She1by. "

( F F R ' s  M e m . ,  E x .  B  t T f  3 . 1 ,  4 ,  5 .  )  T h e  s e t t l - e m e n t  a l - s o  e n j o i n e d



Factory Five from "using the Ford/Shelby Marks and names or any

s imi la r  name or  mark  in  a  way tha t  i s  l i ke ly  to  induce the  be l ie f

t h a t  F F R ' s  b u s i n e s s ,  p r o d u c t s  o r  s e r v i c e s  a r e connected

w i t h  F o r d ' s  o r  S h e l b y ' s  b u s i n e s s e s ,  p r o d u c t s  o r  s e r v i c e s  o r  a r e

s p o n s o r e d  o r  a p p r o v e d  b y  F o r d  o r  S h e 1 b y . "  ( r a .  1 1  3 . 3 . )  F o r d  a n d

She lby ,  in  exchange,  agreed to  a  d ismissa l -  o f  c la ims:

A1 l  c la íms and de fenses  tha t  have been asser ted  or  cou l -d
have been asser ted  as  o f  th is  da te  fo r  use  o f  the
Ford /She1by Marks  and names or  any  confus ing ly  s imi la r
name,  mark  o r  domain  name,  a re  hereby  sa t is f ied  and
ext ingu ished and d ismíssed w i th  p re jud ice ,  sub jec t  on ly
to  each par ty 's  r igh t  to  asser t  those names or  marks  in
an a t tempL to  en force  compl iance wí t .h  th is  F ina l
,Judgment .  She lby  d ismisses  w i th  p re jud ice  a l l -  c la ims
tha t  have been asser ted  or  cou ld  have been asser ted
r e l a t i v e  t o  t h e  t r a d e  d r e s s  o r  d e s i g n s  o f  F F R ' s  k i t s ,
inc lud ing  bu t  no t  l im i ted  to  the  k i ts  known as  the  427
Roadster  and the  Type 65  CouPe.

( I d .  f  9 .  )  T h e  F i n a l  , f u d g m e n t  a l s o  s t a t e d :

In  the  event  tha t  Ford  or  She lby  be l íeves  tha t  FFR has
v ío la ted  any  o f  the  te rms and cond i t ions  o f  th is  F ina l
Judgment ,  jud ic ia l  en f  o rcement  o f  Lh is  F ina l -  Judgment
many [s ic ]  no t  be  pursued un less  Ford  or  She lby  f i rs t
g ive  wr i t ten  no t ice  to  FFR o f  the  a l Ieged v ío la t ion  and
FFR fa i l s  to  cure  or  remedy the  s i tua t ion  to  Ford 's  o r
S h e 1 b y ' s  s a t í s f a c t i o n  w i t h i n  t h i r t y  ( 3 0 )  d a y s  o f  F F R ' s
r e c e i p t  o f  n o t í c e .

( r a .  1 T  t - 0 . )

C.  The Present  L i t iqa t ion

The second lap  in  th is

D e c e m b e r  1 ,  2 0 0 8 ,  w h e n  t h e

h igh-oc tane l i t . iga t ion  began on

SheJ-by  aga in  f i led  su i t  aga ins t .

C a l i f o r n i a ,  i n c l u d i n g

a s s e r t s  c l - a i m s  f o r

Fac tory  F ive  in  the  Cent raL  D is t r i c t  o f

c la íms aga ins t  LK and ICP.  She lby  aga in



t rademark  in f r ingement ,  t rademark  d i l -uL ion ,  fa lse  adver t i s ing ,

and unfair  competi t ion under common l-aw and the Lanham AcL, as

we l l  as  v io la t ions  o f  common l -aw and Ca l i fo rn ia  s ta tu to ry  r igh ts

t o  p u b t i c í t y  a n d  o f  C a l i f o r n i a ' s  B u s i n e s s  &  P r o f e s s i o n a l  C o d e ,

C a I .  C i v .  C o d e  S  3 3 4 4 .  S h e l b y  a l l e g e s  t h a t  F a c t o r y  F i v e ,  I C P ,

and LK are  "agents  o f  one anoLher ,  and a t  a I I  t imes each en t i t y

was ac t ing  w i th in  the  course  and scope o f  such agency . "  (Comp1.

t l  e  . l  She lby  d id  no t  p rov ide  FFR or  i t s  a l l -eged agents  Lhe

th i r ty  days  no t ice  and oppor tun i ty  Eo cure  requ i red  under  the

2OO2 F ina l  Judgment ,  bu t  d id  p rov ide  f  o rmal -  no t ice  on  December

/  ñ ñz r ,  z v v ö .  \ r ¡ R ' s  M e m . ,  E x .  C . )  F a c t o r y  F i v e  c l - a i m s  t h a t  i t

removed a l - l -  o f fend ing  conten t  wí th in  th i r ty  days  o f  rece iv ing

t h a t  n o t í c e .

A s  t o  F a c t o r y  F i v e  s p e c i f i c a l l y ,  S h e l b y  n o w  a l l e g e s  ( 1 )  t h a t

FFR "uL i l - i zes  the  t rademarks  owned by  and l - i censed to  P l -a in t . i f f s

ín  the  meta tags l  o f  iLs  websí te  to  d raw In te rne t  L ra f f íc , "

inc l -ud íng  the  t rademark  "COBRA"  , '  (2 )  tha t  FFR's  webs i te  inc fudes

a  l - i n k  t o  I C P ' s  s i t e ,  b e a r i n g  t h e  d o m a i n  n a m e  w w w . f f c o b r a . c o m ;

a n d  ( 3 )  t h a t  F F R  " m a r k e L s  a n d  s e l - I s  ' r e p f i c a s '  o f  S h e l b y  C o b r a

v e h i c l e s ,  i n c l u d í n g  k i t  c a r s  b e a r i n g  d e s i g n s  c o n f u s i n g l y  s i m i l a r

t o  t h e  D a y t o n a  C o u p e  T r a d e  D r e s s , "  r e f e r r i n g  t o  F F R ' s  T y p e  6 5

C o u p e .  ( C o m p l .  T f  2 0 ,  2 2 ,  2 3 ,  3 5 - 3 8 . )

I A  " m e t a t a g "  i s  a n  e f e m e n t  o f  t e x t  p t a c e d
sec t ion  o f  an  HTML document  tha t  p rov ides  page
keywords  to  In te rne t  search  engínes .  I t  i s  noE
v i s i t o r  t o  t h e  s i t e .

in the head
d e s c r i p t i o n  o r

v i s i b l e  t o  a



s h e l b y  a s s e r t s  t h a t  I C P  u s e s  i t s  w e b s i t e ,  w w w . f f c o b r a . c o m ,

"a  d iscuss íon  fo rum fo r  She l -by  Cobra  en thus ias ts , "  to  adver t i se

and promote  Ehe sa le  o f  FFR' ,s  k i ts  bear ing  the  Daytona coupe

t r a d e  d r e s s .  ( r ¿ .  1 1 1 1  2 4 ,  2 5 . )  P l a i n t i f f s  c f a í m  t h a t  r C P  h a s

used.  the  She lby  t rademarks ,  ínc lud ing  COBRÄ, ,  SHELBY,  and GT-500 '

in  the  domain  name and the  meta tags  o f  i t s  webs i te  to  d raw

f n t e r n e t  t r a f f í c .  ( I d .  n  Z e . )  S h e l b y  a l s o  c l a i m s  t h a t  t h e  H o m e

P a g e  o f  f C P ' s  s i t e  c o n t a i n s  a  l - i n k  " a l - f o w i n g  v i s i t . o r s  d i r e c t l y  t o

access  the  Fac tory  F ive  websí te  and to  repor t  sa fe ty  p rob lems

c o n c e r n i n g  F a c t o r y  F i v e  c a r s . "  ( I d '  n  2 7  ' )

A s  t o  L K ,  a l l e g e d  t o  b e  " L h e  V ' I e s t  C o a s t ' s  p r e m i e r  b u i l d e r  o f

F a c t o r y  F i v e  r e p l i c a  c a r s , "  S h e l b y  a s s e r L s  i n f r i n g e m e n t  a n d

d í l u t i o n  c l a i m s  a s  t o  s e v e r a l  o f  t . h e  S h e l b y  m a r k s .  ( I d .  t l  3 1 .  )

I t  a l s o  a l l e g e s  c l - a i m s  f o r  f a L s e  a d v e r t i s i n g  i n  c o n n e c t i o n  w i t h

LK,  S  representa t ion  tha t  i t  bu i tds  "Cobras"  and "cont inues  the

l e g a c y "  o f  a u t h e n t í c  S h e 1 b y  C o b r a  c a r s .  ( r a .  1 1 1  5 4 - 5 8 . )

o n  J a n u a r y  2 3 ,  2 0 0 9 ,  F a c t o r y  F i v e  f i l e d  a  M o t i o n  t o  D i s m i s s

t.he compl_aint pursuant to Federal-  Rul-e of cívi ]  Procedure

1 2 ( b )  ( 6 ) ,  o t ,  i n  t h e  a l t e r n a t í v e ,  t o  t r a n s f e r  t h e  c a s e  f r o m  t h e

C e n t r a f  D i s t r i c t  o f  C a l i f o r n i a  t o  t h e  D i s t r i c t  o f  M a s s a c h u s e t t s .

The Los  Ange les  cour t  t rans fer red  the  case to  th ís  Cour t  by  o rder

d a t e d  F e b r u a r y  2 3 ,  2 0 0 9 .  F a c E o r y  F i v e  a n d  I C P  n o w  p r e s e n t

Renewed Mot ions  to  D ismiss .

III. LEGAI, STA}TDÀRD



In  o rder  Eo surv ive  a  mot ion  to  d ismiss ,  a  compla in t  must

a l 1 e g e  " a  p l a u s i b l e  e n t i L l e m e n t  t o  r e l - i e f . "  R 9 d r i q u e z - O r t i z  v .

M a r q o  C a r í b e ,  I n c .  ,  4 g O  F . 3 d .  9 2 ,  9 5  ( 1 s t  C i r .  2 0 0 7  )  ( q u o t i n g  B e l " l -

A t I .  C o r p .  v .  T w o m b 1 v ,  5 5 0  U . S .  5 4 4 ,  5 5 9  ( 2 0 0 7 ) ) .  I n  c o n s i d e r i n g

a  m o t i o n  t o  d í s m i s s  f o r  f a i l u r e  t o  s t a t e  a  c l a i m  u p o n  w h i c h

re l ie f  can  be  gran ted ,  cour ts  must  take  as  t rue  the  a l legat ions

in  the  p la in t i f f  ' s  p lead ings  and must  make a l - I  reasonab l -e

í n f e r e n c e s  i n  f a v o r  o f  t h e  p l a i n t i f f .  R i v e r a  v .  R h o d e  I s l - a n d ,

4 0 2  F . 3 d  2 7 ,  3 3  ( l - s t  C i r .  2 0 0 5 )  .  T h e  c o u r t  m a y  t a k e  i n t o

cons idera t ion  the  fac ts  se t  ou t  in  pub l i c  documents  a t tached to

the  compla in t  o r  express ly  incorpora ted  there in .  Wat te rson v .

. Þ g C . ,  9 8 7  F . 2 d  I ,  3  ( l - s t  C i r .  1 9 9 3 )  H e r e ,  b o t h  p a r t í e s  r e q u e s t

tha t  the  Cour t  take  jud ic ia l  no t ice  o f  t .he  pr io r  compla in t  as

we l - I  as  the  se t t lement  agreement  and consent  judgment .

"A  p lead ing  tha t  o f fe rs  l -abe ls  and conc fus ions  or  a

fo rmufa ic  rec i ta t ion  o f  the  e l -ements  o f  a  cause o f  ac t íon  w i l - l -

n o t  d o . "  A s h c r o f t  v .  I q b a f ,  7 2 9  S .  C t .  7 9 3 7 ,  1 9 4 9  ( 2 0 0 9 )

( i n t e r n a l  q u o t a t i o n s  a n d  c i L a t i o n s  o m i t t e d ) .  " T h e  c o u r t  n e e d  n o t

a c c e p t  a  p l a í n t i f f ' s  a s s e r t i o n  t h a t  a  f a c t u a l  a l l e g a t i o n

sat is f ies  an  e l -ement  o f  a  c la im nor  musL a  cour t  in fe r  f rom

t h e  a s s e r t i o n  o f  a  I e g a I  c o n c l u s i o n  t h a t  f a c t u a f  a l l e g a t i o n s

coufd  be  made tha t  wou l -d  jus t i f y  d rawing  such a  conc lus ion . "

C o r d e r o - H e r n a n d e z  v .  H e r n a n d e z - B a l - l e s t e r o s  ,  4 4 9  F . 3 d  2 4 0 ,  2 4 4  n . 3

( t s t  C i r .  2 0 0 6 )  .


